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REMARKS 



In the present amendment, claims 20 and 22 have been canceled without prejudice or 
disclaimer. Upon entry of the amendment, which is respectfully requested, claims 12, 14-19, 21 
and 24 will be pending in the application. 

Paragraph Nos. 3 and 4 

In Paragraph Nos. 3 and 4 of the Action, claim 12 is rejected under 35 U.S.C. § 102(b) as 

allegedly being anticipated by Skoultchi (3,575,925). 

According to the Examiner, Applicants argue that the compounds of Skoultchi have a 
different structure than that of the present invention. Applicants argue that the present structure 
requires that the aromatic ring be directly linked to the naphthalene ring with no intervening 
carbonyl group as found in Skoultchi. Thus, Applicants note, the present structure does not 
undergo a chemical change even if exposed to light, whereas the compounds of Skoultchi do 
because of the carbonyl group. 

The Examiner retains the rejection over Skoultchi because group Ai, the group in 
question, is drawn to "a divalent aromatic ring or heteroaromatic ring group having from 5 to 14 
carbon atoms, which may have a substituent." According to the Examiner, the structure cited by 
Applicants for Skoultchi as well as the other A t structures identified by the Examiner in the 
rejection read on this "group" for Ai. Per the Examiner, there is no limitation of this aromatic 
group to only aromatic rings directly attached to the naphthalene ring as alleged by Applicants. 

Although the claims are interpreted in light of the specification, the Examiner says, 
limitations from the specification are not read into the claims. 

Applicants again respectfully traverse the rejection, and submit that the Examiner has a 
technically mistaken perception on this point. Applicants respectfully disagree with the 
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Examiner's position that the carbonyl group in Skoultchi is a substituent group within the 
meaning of the present claims. The carbonyl group is an additional, linking group not called for 
in the present claims. A substituent is an atom or radical that replaces another in a molecule as 
the result of a reaction. As interpreted by one of ordinary skill in the art, a substituent group on 
Ai would be a group which replaces one of the hydrogen atoms on the divalent aromatic ring or 
heteroaromatic ring group. Contrary to what the Examiner asserts, Applicants are not reading a 
limitation from the specification into the present claims. 

Applicants submit that "substitution" means the replacement of hydrogen atom(s) 
contained in a skeletal structure by another radical, and "substituent" means the radical that 
replaces the hydrogen in the skeletal structure, as explained in the chemical dictionary definitions 
submitted herewith. See The Condensed Chemical Dictionary, tenth edition, page 977 and Grant 
& Hackh's Chemical Dictionary, fifth edition, page 558. In the context of the present invention, 
"substitution" means the replacement of the hydrogen atom(s) in the following skeletal structure 
by a radical corresponding to a substituent: 



The compound in Skoultchi having the following structure cannot be obtained by the 
replacement of the hydrogen atom(s) in the above-mentioned skeletal structure by a radical 
corresponding to a substituent. 
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In order to obtain the compound in Skoultchi, it would be necessary that the above first- 
mentioned skeletal structure is divided into two pieces as follows: 



In view of the above, it is clear that Skoultchi does not disclose or render obvious the 
bottom anti-reflective coating material composition of present claim 12. Accordingly, the 
Examiner is respectively requested to reconsider and withdraw the § 102(b) anticipation rejection 
of claim 12 over Skoultchi. 
Paragraph No, 5 

In Paragraph No. 5 of the Action, claims 14-20 and 22 are withdrawn from further 
consideration, as being drawn to a non-elected species, there allegedly being no allowable 
generic or linking claim. The Examiner indicates that Applicants timely traversed the restriction 
(election) requirement in Paper No. 5, filed April 9, 2001. The Examiner states that claim 19 
which is wholly dependent upon non-elected claim 18 is now also held non-elected in view of 
the amendment to claim 19 removing improper multiple dependency. 

Applicants respectfully disagree with the Examiner's position as stated in Paragraph No. 
5. It appears to Applicants that the Examiner has not followed the Office's practice regarding 
Markush-type claims, as stated in Section 803.02 of the MPEP. As stated in this section, a 
Markush-type claim is to be examined fully with respect to the elected species and any species 
considered to be clearly unpatentable over the elected species. Should no prior art be found that 
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anticipates or renders obvious the elected species, as is the case here, the search of the Markush- 
type claim will be extended. The Examiner has not extended her search. 

Further, Applicants respectfully do not see how the Examiner can say that claims 14-20 
and 22 are drawn to non-elected species. As pointed out in the Amendment filed April 9, 2001, 
in addition to claim 21 (designated species A), claims 12, 14, 15, 16, 17, 18, 19 and 24 are 
readable on the elected species. Thus, Applicants submit that the Examiner should consider 
these claims and not withdraw them from consideration. Accordingly, Applicants respectfully 
request that the Examiner consider these claims. 

Applicants also disagree with the Examiner's statement that Applicants traversed the 
restriction (election) requirement in Paper No. 5. Contrary to what is indicated in the action, 
Applicants did not traverse the restriction (election) requirement. 

As to claims 20 and 22, Applicants note that the above issue is moot in view of the 
cancellation of claims 20 and 22. 
Paragraph No. 6 

In Paragraph No. 6 of the Action, claim 24 is withdrawn from further consideration, as 
being allegedly drawn to a non-elected invention, there allegedly being no allowable generic or 
linking claim. Per the Examiner, Applicants timely traversed the restriction (election) 
requirement in Paper No. 5, filed April 9, 2001 . 

Applicants again respectfully disagree with the Examiner's position. As stated in the 
Response filed April 9, 2001, claim 24 is readable on the elected species. Therefore, Applicants 
submit that it is incorrect for the Examiner to withdraw claim 24 from further consideration on 
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the ground that it is allegedly drawn to a non-elected invention. Further, Applicants did not 
traverse the restriction (election) requirement, contrary to what is indicated in the Action. Again, 
Applicants submit that the Examiner has not followed the proper procedure for examining 
Markush-type claims as set forth in Section 803.02 of the MPEP. 

Applicants therefore respectfully traverse Paragraph No. 6 of the Action and request that 
claim 24 not be withdrawn from further consideration. 

Paragraph No. 7 

In Paragraph No. 7 of the Action, claim 21 is objected to as being dependent upon a 
rejected base claim, but is stated to be allowable if rewritten in independent form including all of 
the limitations of the base claim and any intervening claims. 

Applicants note with appreciation the Examiner's indication that claim 21 contains 
allowable subject matter. In view of the patentability of claim 12 over Skoultchi, as discussed 
above, Applicants submit that claim 21 is allowable in its present form. 
Paragraph No, 8 

In Paragraph No. 8 of the Action, the Examiner states that this Application contains 
claims 14-20, 22 and 24 drawn to an invention non-elected with traverse in Paper No. 5. Per the 
Examiner, a complete reply to the final rejection must include cancellation of the non-elected 
claims or other appropriate action. 

Again, Applicants respectfully disagree with the Examiner's position. In addition to 
claim 21, claims 12, 14, 15, 16, 17, 18, 19 and 24 are readable on the elected species. (Claims 20 
and 22 have been cancelled in the present Amendment.) 
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Accordingly, Applicants respectfully request that the Examiner examine these claims on 
the merits. Further, the Examiner is not correct that the claims were non-elected "with traverse.' 
The election of species was without traverse. 

For all of the above reasons, it is respectfully requested that the Examiner consider and 
allow claims 12, 14-19 and 24. 

Allowance is respectfully requested. 




Respectfully submitted, 
A/I r>T\ a 



SUGHRUE MION, PLLC 

2100 Pennsylvania Avenue, N.W. 

Washington, D.C. 20037-3213 



Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 



Date: August 19, 2002 
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